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DETAILED ACTION 



1. 



This office action is in response to the amendment filed 09/22/05. 



2. 



Claims 1-20 are pending in this office action. 



Response to Amendment/Arguments 



3. Applicant's arguments, see page 7 of the remarks, filed 09/22/05, with respect to 
the rejection(s) of claim(s) 1 1-26 under 35 U.S.C. §103 as being obvious over Leong 
(U.S. Patent 5,996,010) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. As such, the finality of the previous office action is also 
withdrawn. Upon further consideration, a new ground(s) of rejection is made in view of 
U.S. Patent 6,618,162 by Wiklof et al. Furthermore, in considering the new grounds of 
rejection, the examiner is obligated to also present a rejection of Claims 1-4 and 6-10, 
which were previously allowed. 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim Rejections - 35 USC § 102 
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5. Claims 1-4, 10-12, 15, 16 are rejected under 35 U.S. C. 102(e) as being 
anticipated by U.S. Patent 6,618,162 by Wiklof et al. (Wiklof). 

6. With respect to Claim 1 and 10, Wiklof teaches a method providing peripheral 
device management through a firewall, the firewall blocking unauthorized access to a 
plurality of peripheral devices in an intranet, the method comprising: 

pre-configuring a peripheral device (Col. 3 lines 16-20 - printer 16 or 18) to 
communicate a request to a predetermined web site web site upon booting up in the 
intranet (Col. 4 line 63 - Col. 5 line 6), the web site being hosted by a server that does 
not have direct intranet access (Col. 3 lines 16-36 and Col. 4 lines 47-53 - printers are 
on a first LAN, web site server is on a second LAN that is distinct from the first LAN, the 
LANs are coupled through the Internet); 

receiving the request at the predetermined web site from the preconfigured 
peripheral device (Col. 4 line 63 - Col. 5 line 6); 

In response to receiving the request: 

generating a response based on the request, the response comprising one or 
more control commands used by the preconfigured peripheral device to perform one or 
more functions (Col. 4 line 63 - Col. 5 line 6, Col. 5 lines 18-25 and Col. 6 lines 8-33): 
and 

communicating the response to the preconfigured peripheral device (Col. 4 line 
63 - Col. 5 line 6). 

7. With respect to Claim 2, Wiklof teaches all the limitations of Claim 1 , wherein the 
predetermined web sit is a printer management service (Col. 3 lines 16-36 and Col. 4 
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lines 47-53), the response is a printer configuration (Col. 5 lines 18-25 and Col. 6 lines 
8-33), and the peripheral device is a printer (Col. 3 lines 16-20 - printer 16 or 18). 

8. With respect to Claim 3, Wiklof teaches all the limitations of Claim 1 , wherein the 
request is a configuration request (Col. 4 line 63 - Col. 5 line 6), the method further 
comprising: 

determining a default device configuration corresponding to the peripheral device 
(Col. 5 line 51 - Col. 6 line 34); and 

wherein the response further comprises the default device configuration (Col. 5 
line 51 - Col. 6 line 34). 

9. With respect to Claim 4, Wiklof teaches all the limitations of Claim 3, wherein the 
determining further comprises presenting a user interface to a customer for the 
customer to select one or more configuration settings corresponding to the peripheral 
device (Col. 4 lines 35-53). 

10. With respect to Claims 1 1 and 16, Wiklof teaches a method comprising: 
communicating, by a peripheral device in a corporate intranet (Col. 3 lines 16-20 

- printer 16 or 18 in a first LAN), a configuration request to a predetermined web site 
(Col. 4 line 63 - Col. 5 line 6) hosted by a server that is not in the corporate intranet 
(Col. 3 lines 16-36 and Col. 4 lines 47-53 - printers are on a first LAN, web site server is 
on a second LAN that is distinct from the first LAN, the LANs are coupled through the 
Internet); 

in response to the communicating, receiving a predetermined device 
configuration from the predetermined web site (Col. 4 line 63 - Col. 5 line 6); and in 
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response to the receiving, configuring the peripheral device based on the predetermined 
device configuration (Col. 4 line 63 - Col. 5 line 6, Col. 5 lines 18-25 and Col. 6 lines 8- 
33). 

1 1 . With respect to Claim 12, Wiklof teaches all the limitations of Claim 1 1 , wherein 
the predetermined web sit is a printer management service (Col. 3 lines 16-36 and Col. 
4 lines 47-53), the response is a printer configuration (Col. 5 lines 18-25 and Col. 6 lines 
8-33), and the peripheral device is a printer (Col. 3 lines 16-20 - printer 16 or 18). 

1 2. With respect to Claim 1 5, Wiklof teaches all the limitations of Claim 1 1 , further 
comprising: in response to a condition, forwarding, a notification message to the 
predetermined web site (Col. 4 line 63 - Col. 5 line 6); 

receiving a notification response based on the notification message from the 
predetermined web site, the response comprising a set of control functions (Col. 4 line 
63 - Col. 5 line 6, Col. 5 lines 18-25 and Col. 6 lines 8-33); 

in response to receiving the notification response, implementing one or more of 
the set of control functions (Col. 4 line 63 - Col. 5 line 6, Col. 5 lines 18-25 and Col. 6 
lines 8-33). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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14. Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wiklof in view of U.S. Patent 6,938,079 by Anderson et al. (Anderson). 

15. With respect to Claim 6, Wiklof teaches all the limitations of Claim 3, but does not 
explicitly disclose encoding the device configuration as a web page comprising XML; 
and wrapping the encoded device configuration in HTTP such that a peripheral device 
that includes an embedded web server can parse and execute the encoded device 
configuration to configure one or more settings or resources that correspond to the 
peripheral device. Anderson teaches configuration information can be encoded into 
XML and wrapped in HTTP in order to configured the corresponding device (Col. 8 lines 
1-16, Col. 26 lines 44-60, Col. 45 lines 24-34, Col. 46 lines 15-26). XML is known for its 
platform independence and can therefore provide for universal acceptance (Col. 15 
lines 28-67 and Col. 8 lines 1-16). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Anderson such that the method further comprises wherein the forwarding further 
comprises: encoding the device configuration as a web page comprising XML; and 
wrapping the encoded device configuration in HTTP such that a peripheral device that 
includes an embedded web server can parse and execute the encoded device 
configuration to configure one or more settings or resources that correspond to the 
peripheral device. One would be motivated to have this, as it is desirable for 
configuration information to be universally implemented (In Anderson: Col. 7 lines 28- 
50). 
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16. With respect to Claim 14, Wiklof teaches all the limitations of Claim 1 1 , and 
further teaches determination of one or more device settings or resources specificed by 
the predetermined device configuration. 

Wiklof does not explicitly disclose the peripheral device comprises an embedded 
web server for parsing web pages, the received predetermined device configuration is a 
web page comprising encoded XML wrapped in HTTP, the configuring further 
comprising: parsing the XML and HTTP to determine one or more device settings or 
resources specified by the predetermined device configuration. Anderson teaches the 
use of a embedded web server for parsing web pages such as those defined by XML 
(Col. 15 lines 42-54). Anderson teaches configuration information can be encoded into 
XML and wrapped in HTTP in order to configured the corresponding device (Col. 8 lines 
1-16, Col. 26 lines 44-60, Col. 45 lines 24-34, Col. 46 lines 15-26). XML is known for its 
platform independence and can therefore provide for universal acceptance (Col. 15 
lines 28-67 and Col. 8 lines 1-16). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Anderson such that the method further comprises the peripheral device comprises 
an embedded web server for parsing web pages, the received predetermined device 
configuration is a web page comprising encoded XML wrapped in HTTP, the configuring 
further comprising: parsing the XML and HTTP to determine one or more device 
settings or resources specified by the predetermined device configuration. One would 
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be motivated to have this, as it is desirable for configuration information to be 
universally implemented (In Anderson: Col. 7 lines 28-50). 

17. Claims 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wiklof in view of U.S. Patent 6,317,848 by Sorens et al. (Sorens). 

18. With respect to Claim 7, Wiklof teaches all the limitations of Claim 1 but does not 
explicitly disclose providing an e-mail address, the request being a notification message 
that is communicated to the e-mail address. Sorens teaches providing an e-mail 
message in which a notification message is communicated to the e-mail address (Col. 1 
lines 49-58 and Col. 2 line 52 - Col. 3 line 13). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Sorens such that the method further comprises providing an e-mail address, the 
request being a notification message that is communicated to the e-mail address. One 
would be motivated to have this, as it provides an inexpensive way for communicating 
notifications to those responsible in part for the management of the device (In Sorens: 
Col. 1 lines 34-41). 

1 9. With respect to Claim 9, Wiklof teaches all the limitations of Claim 1 , and further 
teaches the managing further comprising: determining a response based on the 
request, the response specifying a set of control functions that address the request; and 
forwarding the response to the peripheral device such that the peripheral device can 
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implement the set of control functions (Col. 4 line 63 - Col. 5 line 6, and Col. 5 lines 18- 
25 and Col. 6 lines 8-33). 

Wiklof does not explicitly disclose providing an e-mail address, the request being 
a notification message being sent in response to the occurrence of a condition on the 
peripheral device. Sorens teaches providing an e-mail message in which a notification 
message is communicated to the e-mail address in response to the occurrence of a 
condition on the device (Col. 1 lines 49-58 and Col. 2 line 52 - Col. 3 line 13). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Sorens such that the method further comprises providing an e-mail address, the 
request being a notification message being sent in response to the occurrence of a 
condition on the peripheral device; the managing further comprising determining a 
response based on the notification message, the response specifying a set of control 
functions that address the notification message; and forwarding the response to the 
peripheral device such that the peripheral device can implement the set of control 
functions. One would be motivated to have this, as it provides an inexpensive way for 
communicating notifications to those responsible in part for the management of the 
device (In Sorens: Col. 1 lines 34-41). 

20. Claim 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Wiklof in 
view of Sorens and U.S. Patent 6,003,078 by Kodimer et al. (Kodimer). 
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21 . With respect to Claim 8, Wiklof in view of Sorens teaches all the limitations of 
Claim 7, and further teaches the peripheral devices is a printer (In Wiklof: Col. 3 lines 
16-20), but does not explicitly disclose the response is selected from a group of 
responses comprised of ordering a toner cartridge for the printer or dispatching a 
service representative to service the printer on-site. 

Kodimer teaches a response can include a selection from a group of responses 
comprised of ordering parts for a printer or dispatching a service representative to 
service the printer on-site (Col. 1 lines 41-53 and Col. 12 lines 52-65). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof in view of Sorens and 
modify it as indicated by Kodimer such that the method further comprises wherein the 
peripheral devices is a printer and the response is selected from a group of responses 
comprised of ordering a toner cartridge for the printer or dispatching a service 
representative to service the printer on-site. One would be motivated to have this, as it 
is desirable to reduce the difficulties of maintaining network peripherals (In Kodimer: 
Col. 1 lines 12-53). 

22. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wiklof in 
view of Kodimer. 

23. With respect to Claim 13, Wiklof teaches all the limitations of Claim 1 1 , but does 
not explicitly disclose the peripheral device comprises an embedded web server for 
generating web pages, the communicating further comprising encoding the 
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configuration request as a web page. Kodimer teaches a peripheral device can include 
an embedded web server for generating web pages (Col. 5 lines 12-21). The 
embedded web server allows for communication of configuration information in the form 
of web pages (Col. 5 lines 12-21 and Col. 10 lines 57-67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Kodimer such that the method further comprises the peripheral device comprises an 
embedded web server for generating web pages, the communicating further comprising 
encoding the configuration request as a web page. One would be motivated to have 
this, as it is desirable to reduce the difficulties of maintaining network peripherals (In 
Kodimer: Col. 1 lines 12-53). 

24. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wiklof in 
view of U.S. Patent 6,345,294 by OToole et al. (Toole). 

25. With respect to Claim 17, Wiklof teaches a system comprising: a web site being 
configured to determine a default device configuration corresponding to a peripheral 
device (Col. 5 line 51 - Col. 6 line 34), the peripheral device (Col. 3 lines 16-20 - printer 
16 or 18) being pre-configured to communicate a request to the web site upon being 
booted up in an intranet (Col. 4 line 63 - Col. 5 line 6), the web site not being hosted by 
a server that is part of the intranet (Col. 3 lines 16-36 and Col. 4 lines 47-53 - printers 
are on a first LAN, web site server is on a second LAN that is distinct from the first LAN, 
the LANs are coupled through the Internet), in response to receiving the request, the 
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web site is configured to communicate the default device configuration to the peripheral 
device (Col. 4 line 63 - Col. 5 line 6), the default device configuration being used by the 
peripheral device to configure itself (Col. 4 line 63 - CoL 5 line 6, Col. 5 lines 18-25 and 
Col. 6 lines 8-33). 

Wiklof does not explicitly disclose the intranet is protected by a firewall and the 
configuration being communicated through the firewall. Toole teaches a intranet may 
include a firewall and that a peripheral device to be configured (see abstract) may be 
behind that firewall (CoL 6 lines 39-53). In one embodiment, Toole teaches 
communications through firewalls to a peripheral device can be implemented by using 
HTTP (Col. 25 lines 5-17). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the system disclosed by Wiklof and modify it as indicated by 
Toole such that the intranet is protected by a firewall and the default device 
configuration is communicated through the firewall. One would be motivated to have 
this, as firewalls are commonplace in LANs and there is need to be able to 
communicate configuration information to devices behind firewalls (In Toole: Col. 6lines 
39-53 and Col. 25 lines 5-17). 

26. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wiklof in 
view of Toole and Anderson. 

27. With respect to Claim 18, Wiklof in view of Toole teaches all the limitations of 
Claim 17, but does note explicitly disclose wherein the peripheral device comprises an 
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embedded web server to communicate the request as a web page and to parse the 
communicated default device configuration, the communicated default device 
configuration being communicated as a web page. 

Anderson teaches the use of an embedded web server to communicate the 
request as a web page and to parse the communicated default device configuration 
(Col. 15 lines 42-54), the communicated default device configuration being 
communicated as a web page in XML format (Col. 8 lines 1-16, Col. 26 lines 44-60, Col. 
45 lines 24-34, Col. 46 lines 15-26). XML is known for its platform independence and 
can therefore provide for universal acceptance (Col. 15 lines 28-67 and Col. 8 lines 1- 
16). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Wiklof and modify it as indicated 
by Anderson such that the system further comprises wherein the peripheral device 
comprises an embedded web server to communicate the request as a web page and to 
parse the communicated default device configuration, the communicated default device 
configuration being communicated as a web page. One would be motivated to have 
this, as it is desirable for configuration information to be universally implemented (In 
Anderson: Col. 7 lines 28-50). 

28. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wiklof in view of Toole and Anderson and in further view of Sorens. 
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29. With respect to Claim 19, Wiklof in view of Toole and Anderson teaches all the 
limitations of Claim 18 and further teaches the request comprising a notification 
message that was generated by the peripheral device in response to a predetermined 
condition, the response being based on the received request (In Wiklof: Col. 4 line 63 - 
Col. 5 line 6). 

Wiklof in view of Toole and Anderson does not explicitly disclose the server that 
hosts the web site comprises an e-mail address, the request being communicated to the 
e-mail address. Sorens teaches providing an e-mail message in which a notification 
message is communicated to the e-mail address (Col. 1 lines 49-58 and Col. 2 line 52 - 
Col. 3 line 13). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the system disclosed by Wiklof in view of Toole and 
Anderson and modify it as indicated by Sorens, such that the system further comprises 
disclose the server that hosts the web site comprises an e-mail address, the request 
being communicated to the e-mail address. One would be motivated to have this, as it 
provides an inexpensive way for communicating notifications to those responsible in 
part for the management of the device (In Sorens: Col. 1 lines 34-41 ). 

30. With respect to Claim 20, Wiklof in view of Toole, Anderson and Sorens teaches 
all the limitations of Claim 19, and further teaches wherein the response comprises one 
or more control codes corresponding to functions to be performed by the peripheral 
device upon receipt of the response (In Wiklof: Col. 4 line 63 - Col. 5 line 6, Col. 5 lines 
18-25 and Col. 6 lines 8-33). 
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Conclusion 

31 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

32. U.S. Patent 5,905,906 by Goffinet et al. "Method and apparatus for configuring 
multiple printers on a network" May 18, 1999. 

33. U.S. Patent 5,960,167 by Roberts et al. "Printer configuration system" September 
28, 1999. 

34. U.S. Patent 6,308,205 by Carcerano et al. "Browser based network management 
allowing administrators to use web browser on user's workstation to view and update 
configuration of network devices" October 23, 2001 . 

35. U.S. Patent 6,915,337 by Motoyama et al. "Method and system for updating the 
device driver of a business office appliance" July 5, 2005. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lazaro whose telephone number is 571-272- 
3986. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




David lazaro 
October 12, 2005 




